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DETAILED ACTION 

Claims 

Claims 1-17 are currently pending and under consideration in this action. 
Rejections/Objections 
Claim Objections 

Claims 6 and 10-17 are objected to because of the following informalities: said 
claims recite 'wherein said cell is formed at 20-30 cells/mm', these claims seem to 
contain bad grammar, which may be due to a translation. Appropriate correction is 
required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1 and 2 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 1 and 2 recite 'directly or indirectly', it is not clear how a foam may be in 
indirect contact with a human body, either said foam is in contact with a body or is not in 
contact with a body. 
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Claims 1 and 2 are further rejected for being unclear, it is not understood if said 
pharmaceutical is incorporated within said foam, is in contact with said foam, or is 
simply utilized at the same time as said foam. The examiner will interpret said claims as 
said pharmaceutical and said foam being utilized at the same time, as there is no 
language within the specification to suggest otherwise. Further, said foam being in 
contact with a human and used when a pharmaceutical is administered will be 
interpreted as an intended use and given no patentable weight. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1. Applicant Claims 

2. Determining the scope and contents of the prior art. 

3. Ascertaining the differences between the prior art and the claims at issue, 
and resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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1. Claims 1-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent 6,455,610 to Lever et al. in view of US Patent 3,644,235 to Gray and 
US Patent 7,056,883 to Ito et al. 

Applicant Claims 

Applicant claims a closed-cell foam rubber comprising a rubber or resin, 
zirconium and/or germanium, and carbon, wherein said foam is in contact with a human 
when a pharmaceutical is administered. 

Applicant further claims specific pharmaceuticals and foam densities. 

Determination of the Scope and Content of the Prior Art (MPEP §2141.01) 

Lever et al. teach rubber compositions comprising zirconium (col. 5, lines 57-67 
and examples), carbon (col. 3, lines 63-67 and examples), a closed cell foam structure 
(col. 4, lines 36-49), and that said rubbers may be utilized to make articles which would 
be in contact with a human body (col. 9, lines 1-12), as pertaining to claimsl and 2. 

Lever et al. further teach said compositions comprising a blowing agent (col. 4, 
lines 44-49), as pertaining to claims 6 and 10-17. 



Ascertainment of the Difference between Scope the Prior Art and the Claims 
(MPEP §2141.012) 

Lever et al. do not teach densities of said foam rubbers as claimed in claims 6 
and 10-17. This deficiency in Lever et al. is cured by Gray. Gray teaches foam 
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compositions and that the density of said compositions may be altered by using different 
proportions of blowing agents (col. 4, lines 30-32). 

Further, Lever et al. do not teach pharmaceuticals as claimed in claims 1-5, and 
7-9. This deficiency is cured by Ito et al. Ito et al. teach histone deacetylase inhibitors 
(abstract) for topical administration (col. 5 , lines 35-44). 

Finding of Prima Facie Obviousness Rational and Motivation 
(MPEP §2142-2143) 

Regarding claims 6 and 10-17, it would have been obvious to one of ordinary 
skill in the art at the time the claimed invention was made to produce the rubber 
formulations of Lever et al. with a density of 20-30 cells per square millimeter as taught 
by Gray in order to produce the invention of instant claims 6 and 10-17. 

One of ordinary skill in the art would have been motivated to do this because 
Lever et al. teaches rubber articles comprising a blowing agent and Gray teaches that 
by altering the percentage of blowing agent one may alter the foam density, therefore 
one of ordinary skill in the art would have been well aware that the articles of Lever et 
al. could be produced with different densities simply by altering the blowing agent 
percentage and one of skill would have been capable of altering said foams to contain 
20-30 cells per square millimeter. Therefore it would have been obvious to utilize 
density modifying technique of Gray, with the formulations of Lever et al. in order to 
produce articles of different densities. 
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Regarding claims 1-5 and 7-9, it would have been obvious to one of ordinary skill 
in the art at the time the claimed invention was made to have a human body in contact 
with said foams when a pharmaceutical is administered in order to produce the 
invention of instant claims 1-5 and 7-9. 

One of ordinary skill in the art would have been motivated to do this because 
lever et al. teach that said foams may be utilized to make clothing and Ito et al. teach 
that HDACI is a pharmaceutical administered to treat cancer. Therefore it would have 
been obvious that when said pharmaceuticals were administered one could be wearing 
a shirt made of said foams. 

Further regarding claims 1-5 and 7-9, said claims are product claims NOT 
method claims. The fact that applicant claims said foams are in contact with a human 
when a pharmaceutical is administered is of no consequence and bears no patentable 
weight. Also there appears to be no connection between said foams and said 
pharmaceuticals at all, said foams do not contain said pharmaceutical, are not in 
contact with said drug, and are not claimed to affect said drug in any way. Regardless, 
the examiner has provided art showing that said foams are well known as are said 
pharmaceuticals. The examiner suggests amending said claims to proper form, 
wherein either a product or a method is claimed, not a hybrid of the two. 

From the teachings of the reference, it is apparent that one of ordinary skill in the 
art would have had a reasonable expectation of success in producing the claimed 
invention. Therefore, the invention as a whole would have been prima facie obvious to 



Application/Control Number: 10/582,801 Page 7 

Art Unit: 1616 

one of ordinary skill in the art at the time the invention was made, as evidenced by the 
references, especially in the absence of evidence to the contrary. 

Conclusion 

Claims 1-17 are rejected. 
No claims are allowed. 

Inquiries 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LUKE E. KARPINSKI whose telephone number is 
(571 )270-3501 . The examiner can normally be reached on Monday Friday 9-5 est. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann R. Richter can be reached on 571-272-0646. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

LEK 



/Mina Haghighatian/ 
Primary Examiner, Art Unit 1616 



